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Certification and collective marks  
versus geographical indications in European 
Union and Italian law: Competition, 
cumulation or hybrid protection?1

Znaki certyfikacyjne i wspólne a oznaczenia geograficzne  
w prawie Unii Europejskiej i we Włoszech: konkurencja, kumulacja  
czy hybryda ochrony?

Abstract
The article examines the relationship between geographi-
cal indications and certification and collective marks under 
European Union law and within the Italian legal frame-
work. Although both regimes aim to enhance consumer 
trust and safeguard product reputation, they are ground-
ed in distinct legal concepts. Geographical indications 
function as instruments that link product quality, charac-
teristics, or reputation to a specific geographical origin, 
whereas certification and collective marks rely primarily on 
quality standards established by the mark proprietor or an 
association of producers. The Italian case study illustrates 
how certification marks are sometimes used as quasi-geo-
graphical indications, particularly in relation to non-agri-
cultural products such as traditional crafts. However, the 
coexistence of these systems may give rise to regulatory 
uncertainty, a risk of consumer confusion, and potential 
legal conflicts. The paper concludes that the future devel-
opment of the legal framework should seek to reconcile 
the flexibility of trademark-based mechanisms with the in-
stitutional and collective character of the sui generis system 
of geographical indications.
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Streszczenie
Celem artykułu jest analiza relacji między oznaczeniami 
geograficznymi a znakami certyfikacyjnymi i wspólnymi 
w prawie Unii Europejskiej oraz we włoskim systemie 
prawnym. Choć oba reżimy pełnią podobną funkcję, 
wzmacniając zaufanie konsumentów i chroniąc reputację 
produktów, opierają się na odmiennych podstawach kon-
strukcyjnych. Oznaczenia geograficzne koncentrują się 
na związku jakości z miejscem pochodzenia, natomiast 
znaki certyfikacyjne i wspólne opierają się na kryteriach 
jakości ustalanych przez właściciela znaku lub zrzeszenie 
producentów. Studium przypadku Włoch ukazuje moż-
liwość funkcjonowania znaków certyfikacyjnych jako  
quasioznaczeń geograficznych, szczególnie w odniesie-
niu do produktów nierolniczych. Jednoczesne stosowa-
nie obu systemów może jednak prowadzić do niejasności 
regulacyjnych, ryzyka wprowadzenia konsumenta w błąd 
oraz konfliktów prawnych. W konkluzji wskazano, że 
przyszły rozwój prawa powinien zmierzać do pogodzenia 
elastyczności mechanizmów znakowych z charakterem 
systemu sui generis oznaczeń geograficznych. 

Słowa kluczowe: oznaczenia geograficzne, znaki 
certyfikacyjne, znaki wspólne, prawo UE, Włochy

Introduction

Contemporary European markets are increasingly shaped 
by intangible values, including product reputation and cred-
ibility. A key role in this regard is played by instruments of 

industrial property law, particularly geographical indica-
tions and certification marks. Both mechanisms enhance 
consumer trust and strengthen producers’ competitive-
ness, although they are based on different conceptual 
premises. Geographical indications protect the close link 
between a product’s geographical origin and its quality 
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and reputation, whereas certification marks guarantee 
compliance with a specific quality standard irrespective 
of the place of production (Mogyoros, 2025, pp. 91–114). 
The former regime emphasises the bond with territo-
ry, while the latter focuses on objective quality criteria, 
which may but need not have a geographical dimension. 
This dualism increases market flexibility, yet it also gives 
rise to certain risks, including consumer confusion, dilu-
tion of territorial reputation, and regulatory arbitrariness. 
Within European Union law, the issue assumes particular 
importance because the EU regulatory framework estab-
lishes a distinct system for the protection of geographical 
indications while simultaneously allowing the registration 
of certification marks. This article examines the relation-
ship between these mechanisms within EU law and with-
in the Italian legal order, where certification marks and 
collective marks may be used to protect non-agricultural 
products. The analysis demonstrates that such marks may 
function as quasi-geographical indications, supporting 
the protection of quality and reputation. However, their 
overlap with traditional geographical indications may also 
create significant regulatory risks, including legal conflicts 
and uncertainty for consumers.

Regulatory framework

For the purposes of this article, collective marks are un-
derstood as trademarks used by members of a producers’ 
organisation in accordance with the regulations governing 
their use. Certification marks (referred to in Polish ter-
minology as guarantee marks) serve to confirm specific 
characteristics of a product, such as its quality, method of 
production, or materials. In the remainder of the article, 
the term “collective marks” refers exclusively to such asso-
ciation-based marks.

Certification marks sensu stricto have not been explicitly 
regulated in international agreements. Only Art. 7bis of the 
Paris Convention for the Protection of Industrial Property 
refers to collective and guarantee marks, permitting their 
protection even where the association concerned does 
not carry on commercial or industrial activities.2 Member 
States themselves determine the conditions that an as-
sociation must fulfil in order to obtain such protection.3 
The proprietor of a certification mark is typically an entity 
independent of producers and responsible for supervising 
the use of the mark. In order to avoid conflicts of inter-
est, such an entity may not itself offer products covered by 
the certification. A breach of the principle of impartiality, 
a lack of supervision, discriminatory practices, or use of the 
mark in a misleading manner may lead to the invalidation 
of the registration (Calboli, 2023, p. 477). A mark may also 
lose protection if it becomes generic, functional, or devoid 
of distinctive character. A producer meeting the certifica-
tion criteria may not be arbitrarily excluded from the right 
to use the mark, which underscores its public function as 
a guarantor of quality. EU law distinguishes certification 

marks from marks indicating commercial origin, as their 
purpose is not to identify the commercial source of goods 
but to confirm compliance with specific standards.4 Under 
Regulation (EU) 2017/1001 on the European Union trade 
mark5 and Directive (EU) 2015/24366 approximating the 
laws of the Member States relating to trade marks, a certi-
fication mark is defined as a trademark used to distinguish 
goods by reference to their material, mode of manufac-
ture, quality, or other characteristics, excluding geograph-
ical origin. Its proprietor may be a natural or legal person 
or a public institution, provided that it does not itself trade 
in the certified goods.

Collective marks in EU law may, by contrast, contain 
geographical elements provided that they meet the rele-
vant formal requirements.7 They do not guarantee product 
quality but are based on an associative structure and on 
regulations governing their use. Historically, they derive 
from the activities of guilds and brotherhoods (Promińska, 
2010, p. 226). In Poland, the right to apply for registra-
tion of a collective mark is vested in organisations repre-
senting the interests of their members, and the use of the 
mark is governed by internal regulations (Skubisz, 2019, 
pp. 15–17). A collective mark facilitates the joint promo-
tion of products and reduces marketing costs (Osajda  
& Żelechowski (Eds.), 2021, pp. 315–327). An example is 
the Polish mark Herbapol, originally used by state-owned 
enterprises and later by companies formed as a result of 
their transformation.8 In Italy, by contrast, the collective 
mark Melinda protects apples from the Val di Non re-
gion, which simultaneously hold the status of a protected 
designation of origin.9 This example illustrates the overlap 
between the systems of collective marks and geographical 
indications. These differences reflect the objective of the 
European Union to ensure that geographical indications 
are not associated with a single undertaking but rather 
function as a common good protecting the reputation of 
a territory. For this reason, exclusive control of a geograph-
ical indication by a single entity is considered inadmissi-
ble.10 Nevertheless, the question arises whether the current 
legal framework genuinely guarantees adequate protection 
for geographical indications, ensuring that consumers re-
ceive reliable information about the origin and quality of 
products while effectively preventing misleading practices.

Risk of misleading the consumer

Against the background of the current regulatory frame-
work, including Regulation (EU) 2023/2411, a clear leg-
islative trend can be observed towards strengthening the 
autonomy of geographical indications in relation to trade-
marks. Article 44 of the Regulation provides that the pro-
tection of a geographical indication does not affect rights 
arising from earlier trademarks, provided that such marks 
were applied for, registered, and used in good faith. At 
the same time, an earlier trademark does not automatical-
ly preclude the registration of a protected designation of 
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origin (PDO) or protected geographical indication (PGI), 
provided that there is no risk of misleading consumers and 
that the remaining registration requirements are fulfilled. 
In practice, therefore, the principle of priority (“first in 
time, first in right”) is balanced against the function of 
geographical indications as instruments guaranteeing or-
igin and quality.

The case law of the Court of Justice of the European 
Union increasingly reflects a nuanced and balanced ap-
proach. In the Torres case (Cavalieri, 2018, p. 15; WIPO, 
1999, p. 1), the Court indicated that an earlier trademark 
may be invalidated where a later geographical indication 
possesses sufficient identifying force and is capable of 
giving rise to confusion. In Toscano v. Toscoro,11 decisive 
importance was attached to the visual and phonetic simi-
larity between the signs, as well as to the date of priority 
of registration. In Bavaria v. Bayerisches Bier,12 the Court 
accepted the coexistence of both regimes, emphasising the 
importance of the principle of legal certainty.

The Court’s case law also stresses the need for a global 
assessment of the likelihood of consumer confusion. In 
the Halloumi judgment (Case C-766/1813), the Court held 
that even where an earlier mark has a weak distinctive 
character, the risk of confusion cannot be automatically 
excluded. It is necessary to take into account the interde-
pendence between the similarity of the signs and the simi-
larity of the goods designated by them; thus, a low degree 
of similarity between the signs may be offset by a high 
degree of similarity or even identity of the goods. Current 
tensions are illustrated by the Salaparuta case, in which 
the Corte Suprema di Cassazione examined a conflict be-
tween a PDO and earlier trademarks containing the desig-
nation Duca di Salaparuta. The court held that rules pro-
tecting the reputation of trademarks cannot retroactively 
invalidate the earlier registration of a PDO. However, it 
referred preliminary questions to the Court of Justice of 
the European Union concerning the compatibility of such 
situations with the prohibition of misleading consumers.14 
Further clarification of this line of case law was provid-
ed by the judgment of 11 September 2025,15 in which the 
Court held that disputes of this kind are not to be assessed 
on the basis of the general provisions governing conflicts 
between geographical indications and trademarks laid 
down in later sectoral regulations. Instead, they must be 
resolved exclusively on the basis of the specific mechanism 
provided for in point F(2), second subparagraph, of Annex 
VII to Regulation (EC) No 1493/1999. This provision re-
flects the EU legislature’s intention to safeguard acquired 
rights during the introduction of the system for the pro-
tection of wine names, allowing the temporary coexistence 
of earlier trademarks containing geographical indications 
with newly established protected names. In this judgment, 
the Court of Justice of the European Union thus con-
firmed that conflicts between protected wine designations 
and earlier trademarks must be assessed in light of the spe-
cific sectoral rules established under the former common 
organisation of the wine market, which aim to ensure legal 
certainty and the protection of previously acquired rights.  

More significant interpretative and practical implications 
arise in relation to the registration of geographical indica-
tions in the form of EU collective marks. Although their 
primary function is to distinguish the goods of members 
of an organisation, as demonstrated in the Darjeeling 
case,16 such marks may evoke geographical associations 
and potentially lead to confusion (Gangjee, 2023). In  
Ornua Co‑operative Ltd v. Tindale & Stanton Ltd España 
SL,17 the Court of Justice of the European Union exam-
ined the use of geographical references from the perspec-
tive of honest commercial practices. Ornua Co‑operative 
Ltd defended the mark Kerrygold against the use of Ker-
rymaid in Spain. The Court held that the proprietor of 
an earlier trademark cannot prohibit the use of a desig-
nation referring to geographical origin where such use 
falls within the scope of honest practices in industrial or 
commercial matters. The Court emphasised the need for 
a comprehensive assessment of the overall presentation 
of the product, the measures taken to eliminate the risk 
of confusion, and the socio-cultural differences between 
Member States of the European Union. Consequently, 
compliance with honest commercial practices may be as-
sessed differently depending on the market concerned. 
Particular importance in this context attaches to the judg-
ment of the General Court of the European Union of  
2 April 2025 in the Swisse case,18 which concerned a trade-
mark used for dietary supplements that could suggest 
a connection with Switzerland. The application for inva-
lidity was based on allegations of misleading indications 
as to origin and bad faith on the part of the applicant. 
The Court held, however, that the assessment must be 
conducted exclusively on the basis of the factual circum-
stances existing at the date of filing. The mark “Swisse” 
did not contain explicit geographical references, and its 
graphic elements (including colours resembling those of 
the Swiss flag) were insufficient to classify the sign as mis-
leading, particularly since, at the time of filing, there was 
no discrepancy between the mark and the potential place 
of production. The Court also rejected the allegation of 
bad faith, stressing that the burden of proof rests with the 
party seeking invalidation and must be supported by ob-
jective evidence. The mere use of a designation capable 
of evoking geographical associations does not, according 
to the Court’s reasoning, constitute a sufficient ground for 
invalidating a trademark.

This judgment confirms that the registration of a trade-
mark may still be permitted despite the presence of ele-
ments associated with a geographical region, provided 
that no clear risk of consumer confusion exists at the time 
of filing. In the context of the protection of protected des-
ignations of origin (PDO) and protected geographical in-
dications (PGI), the decision highlights the importance of 
preventive scrutiny of trademarks containing geographi-
cal elements, as well as the need for a precise interpreta-
tion of Art. 7(1)(g) of Regulation (EU) 2017/1001 on the 
European Union trade mark and its national equivalents, 
such as Art. 129¹(12) of the Polish Industrial Property 
Law Act.
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The example of Italy 

The complexity of the functions and protective regimes 
of certification marks, collective marks, and geographical 
indications assumes particular importance in countries 
with a strong local identity of production and a rich cultur-
al heritage, such as Italy. This system is based on a distinc-
tion between trademarks, including collective and certifi-
cation marks, and geographical indications, which operate 
as an autonomous form of industrial property. Regula-
tions concerning trademarks are contained in the Codice 
della Proprietà Industriale,19 whereas the protection of 
geographical indications derives primarily from European 
Union law. With regard to craft and industrial products, 
Italy has additionally developed a system of collective 
and certification marks administered by public authori-
ties or producers’ consortia (Sarti, 2022, p. 452). In this 
context, geographical indications serve not only to protect 
producers’ interests but also to support regional identity 
and to promote the quality and authenticity of products. 
The Italian example demonstrates that the distinction be-
tween the reputation of a trademark and the reputation 
of a geographical indication is not merely theoretical but 
entails direct practical consequences for the system of 
protection and for market functioning. Examples include 
the mark “Ceramica Artistica Tradizionale” (CAT), which 
protects traditional Italian artistic ceramics, and the mark 
“Vetro Artistico Murano” relating to glass products orig-
inating from the island of Murano. In both cases, these 
are quasi-public constructions granted and administered 
by public authorities including regional administrations 
and the Ministry of Enterprises and Made in Italy rather 
than exclusively by private associations of producers. They 
are often regarded as umbrella trademarks because they 
may identify different types of products anchored in local 
traditional production, each regulated by specific prod-
uct specifications (Marie-Vivien, 2017, pp. 221–252). Law 
No. 188/1990,20 which established the CAT mark, explic-
itly refers to the appellation of origin as a component of 
trademark regulation in order to compensate for the his-
torical absence of a national system for the protection of 
geographical indications for craft and industrial products 
(Guerrieri, 2023). Despite the absence of registration in 
a national or EU trademark register, the CAT mark op-
erates as an instrument confirming origin from a specific 
area, particular manufacturing techniques, and elements 
of cultural heritage. Article 2 of the law precisely provides 
that the trademark should contain “a geographical area re-
nowned for its tradition in ceramic production, to be iden-
tified by name or additionally by a characteristic graphic 
representation […] associated with the ceramics to be pro-
tected.”21 This constitutes an attempt to create a top-down 
model of protection in which public administration rather 
than self-organised groups of producers determines the 
conditions of access, control, and representation.

By contrast, the semi-figurative collective trademark con-
taining the words “Vetro Artistico Murano” is registered at 
EU level and, at the national level, was established and is 

owned by the authorities of the Veneto region pursuant to 
Regional Law No. 70/199422 of Veneto and is managed by 
producers organised in a consortium. Through a tracea-
bility system and an electronic QR code, the trademark 
signals to consumers that the object has been produced 
in Murano. Within the Italian system of trademark pro-
tection, this example illustrates how different instruments 
of protection operate in practice and how they influence 
local systems of production. In the case of geographical 
indications, a product may be covered only if an objective 
link between its quality and its geographical origin can be 
demonstrated, which requires transparent control proce-
dures and compliance with specific production standards. 
In contrast, for certification marks such as CAT (Con-
trolled Appellation of Origin) or Qualità Controllata, this 
relationship may merely be implied; there is no formal 
requirement or evidentiary verification, which affects the 
evidential strength and transparency of these systems.

Furthermore, the absence of a mandatory association 
of producers around a certification mark, combined with 
non-uniform control standards, makes the certification 
system less transparent, less inclusive, and more weakly 
connected with the collective interest than the sui generis 
model of geographical indications (Gangjee, 2023, p. 376). 
Differences between geographical indications and certifi-
cation or collective marks are therefore subtle and con-
ceptual in nature (Gangjee, 2023, p. 376).

The first category of information they convey concerns 
product quality. Certification trademarks focus on guar-
anteeing a specific and consistent level of quality, where-
as geographical indications communicate both quality 
characteristics and information regarding the origin of 
the product and the methods of its production, which are 
subject to verification. Both systems operate according to 
the principle of “open doors”, meaning that access to the 
use of the sign must be granted to any producer within the 
relevant area provided that the applicable regulations are 
respected (Guerrieri, 2023). However, in the case of geo-
graphical indications, participation in a producers’ group 
may be either mandatory or voluntary, whereas in collec-
tive trademarks membership is obligatory and constitutes 
a central element of the mark’s communicative function 
(Giovannucci et al., 2009, p. 14). 

The sui generis system for the protection of geographi-
cal indications is collectively oriented and lacks an owner 
in the traditional sense. The registration process requires 
detailed documentation and entails higher financial costs 
for monitoring and enforcement. This creates an institu-
tional link between the product and the place of origin, 
fostering the formation of a common legal interest and the 
establishment of uniform production standards (Donner, 
Fort & Vellema, 2017, p. 173). Certification and collective 
trademarks, by contrast, are inherently private, flexible, 
and dependent on the applicant for the mark, who is re-
sponsible for its enforcement. This flexibility allows ad-
aptation to systems based on private property rights and 
commercial interests, while quality standards may be mod-
ified without direct state intervention. Collective marks  
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function within a club-like structure with formalised rules 
of membership and use. Geographical indications typical-
ly provide a broader scope of protection and are associat-
ed with a sustained price premium (Evans, 2010, p. 647), 
whereas the trademark system enables the building of 
reputation and the commercialisation of products, which 
requires marketing efforts and investment. Additionally, 
trademarks may belong to public-law legal persons. Differ-
ences also arise with respect to the duration of protection. 
Geographical indications enjoy protection of unlimited du-
ration, while trademarks must be renewed every ten years. 
The scope of protection against unauthorised use and 
against the degeneration of the name also differs. Moreo-
ver, the state plays a significantly greater role in enforcing 
the protection of geographical indications than in the case 
of trademarks (Benson, 1978, pp. 122–123). In Italy, certi-
fication trademarks function as intermediaries between the 
protection of commercial reputation and the preservation 
of regional heritage. Their effectiveness depends on the 
clarity of the legal framework, transparency of procedures 
governing access to the mark, the quality of control mecha-
nisms, and the genuine involvement of producers.

In the context of the implementation of Regulation (EU) 
2023/2411, Italy will be required to introduce a system for 
the protection of geographical indications for craft and 
industrial products, allowing applications for new indica-
tions from 1 December 2025 and the notification of exist-
ing names to the European Commission and the European 
Union Intellectual Property Office by 2 December 2026.23 
The coexistence of geographical indications and trade-
marks provided for both in the TRIPS Agreement and in 
Article 44 of Regulation 2023/241124 allows these instru-
ments to complement one another while simultaneously 
generating potential conflicts, for example in cases involv-
ing collisions with reputed trademarks. In this process, the 
role of the state is crucial, as public authorities support 
craft producers in developing their potential, implement-
ing quality standards, and designing marketing strategies, 
often within regional projects or non-governmental initi-
atives (Reviron, Thévenod-Mottet & Benni, 2009, p. 19). 
Nevertheless, the ultimate commercial and investment risk 
remains with private actors. The provisions of the Codice 
della Proprietà Industriale (Art. 11) permit the registration 
of collective trademarks by public-law legal persons and 
producers’ associations, provided that rules concerning 
membership, procedural transparency, and mechanisms 
preventing abuse are respected.25 Comparable provisions 
exist in EU law, in particular Article 75 of Regulation (EU) 
2017/100126 on the European Union trade mark, which un-
derscores the necessity of structured and formalised gov-
ernance in the management of such systems.

Conclusion 

In conclusion, although both certification marks and 
collective marks demonstrate a certain potential for  

protecting geographical indications, they cannot fully 
replace the sui generis system, which remains the corner-
stone of protection under both European Union and in-
ternational law. An analysis of case law and registration 
practice shows that both trademark-based systems oper-
ate within a private-law logic, primarily linked to the in-
terests of a specific entity or association, rather than to 
the collective interest that constitutes an inherent feature 
of geographical indications. Consequently, the protection 
obtained through trademark law, even where it includes 
elements of quality assurance or control, does not guaran-
tee equal access to the designation for all producers from 
a given region, nor does it provide protection against mis-
use that is as comprehensive as that offered by the sui gen-
eris mechanism. As noted by A. Moerland, the system of 
certification marks does not constitute a genuine alterna-
tive to the protection afforded by geographical indications 
for three principal reasons. First, it is not fully compatible 
with the requirements of the TRIPS Agreement. Second, 
it does not guarantee representation of the interests of all 
producers within a given region. Third, it does not provide 
sufficient protection against the use of a designation in 
a manner that misleads consumers as to the geographical 
origin of the product (Moerland, 2022). 

Additional doubts also arise in the reverse situation – 
namely, regarding the potential of collective marks as in-
struments for the protection of geographical indications. 
Although Regulation (EU) 2017/1001 on the European 
Union trade mark allows the registration of collective 
marks indicating geographical origin,27 this system does 
not impose an obligation to demonstrate a link between 
the quality, characteristics, or reputation of the product 
and its geographical origin. Yet such a link constitutes 
a fundamental requirement for protection under Arti-
cle 22 of the TRIPS Agreement.28 At the same time, it is 
worth noting that the practice of certain Member States, 
particularly Italy, points to the growing importance of the 
concept of “cumulative protection”, under which geo-
graphical indications operate alongside certification and 
collective marks. Such an approach increases the flexi-
bility and diversity of legal instruments available to pro-
ducers and may contribute to the creation of additional 
market value (Gangjee, 2017, pp. 8–12). Nevertheless, the 
Italian experience also reveals significant limitations of 
this model. In practice, it may lack transparency and does 
not always ensure inclusiveness, thereby creating a risk of 
excluding smaller producers and weakening the genuine 
community-oriented function of protection (Moerland, 
2019, p. 68). 

In this context, the future development of the law should 
aim to reconcile the flexible protection mechanisms of-
fered by trademark law with the institutional and collec-
tive character of the geographical indication system. Such 
an approach would make it possible to ensure effective 
and equitable protection of local goods while simultane-
ously responding to the challenges of the global economy, 
in which product reputation and quality increasingly con-
stitute key competitive assets.
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